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EXAMINER'S ANSWER 



This is in response to the appeal brief filed June 2, 2006 appealing from the Office 
action mailed December 5, 2005. 
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(1) Real Party in Interest 

A statement identifying by name the real party in interest is contained in the brief. 

(2) Related Appeals and Interferences 

The examiner is not aware of any related appeals, interferences, or judicial 
proceedings which will directly affect or be directly affected by or have a bearing on the 
Board's decision in the pending appeal. 

(3) Status of Claims 

The statement of the status of claims contained in the brief is correct. 

(4) Status of Amendments After Final 

The appellant's statement of the status of amendments after final rejection 
contained in the brief is correct. 

(5) Summary of Claimed Subject Matter 

The summary of claimed subject matter contained in the brief is correct. 

(6) Grounds of Rejection to be Reviewed on Appeal 

The appellant's statement of the grounds of rejection to be reviewed on appeal is 
correct. 

(7) Claims Appendix 

The copy of the appealed claims contained in the Appendix to the brief is correct. 

(8) Evidence Relied Upon 

6,231 ,630 B1 Ernst et al 5-2001 

4,632,682 Erdmannsdorfer 12-1986 
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5,429,101 



Uebelhoer et al 



7-1995 



2,413,769 



Kasten 



1-1947 



(9) Grounds of Rejection 

The following ground(s) of rejection are applicable to the appealed claims: 

Claims 1-4, 16, 17, 28 and 29 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Ernst et al (6,231 ,630 B1 ). 

Ernst et al teach an air filter for the intake air of an internal combustion engine 
comprising a housing (30) defining a filter receiving space therein, a filter (35) and a 
biasing element or a spring clip (38) integrally formed as one piece with the housing 
(30) (see 30, 35 and 38 in Fig. 3, col. 3, lines 21-31). 

Claims 5-15, 18-27 and 30-40 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over any one of Erdmannsdorfer (4,632,682), Uebelhoer et al (5,429,101 ) 
and Kasten (2,413,769). 

Erdmannsdorfer discloses an air filter apparatus having a filter housing (30), a 
filter (43) positioned inside the filter housing and a biasing element or spring (46) 
pushing the filter element tightly located inside the housing (30) (see Fig. 1 ). Uebelhoer 
et al disclose an air filter apparatus having a filter housing (30), a filter (43) positioned 
inside the filter housing and a biasing element or spring (unlabeled) pushing the filter 
element tightly located inside the housing (30) (see Fig. 2). Kasten discloses a filter 
apparatus having a filter housing (14), a filter (29) positioned inside the filter housing 
and a biasing element or spring (34) pushing the filter element tightly located inside the 
housing (30) (see Fig. 2). Regarding to the limitation "a biasing elements integrally- 
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formed as one piece with the housing" as called for in claims 5-15, 18-27 and 30-40, it 
would have been obvious to one having ordinary skill in the art at the time the invention 
was made to provide a biasing element integrally-formed as one piece with the housing 
instead of being separated from the housing, since it has been held that forming in one 
piece an article which has formerly been formed in two pieces and put together involves 
only routine skill in the art. See Howard v. Detroit Stove Works. 150 U.S. 164 (1893) . 
(10) Response to Argument 

Appellant argues that none of the prior arts discloses "a biasing element is 
integrally-formed as one piece with the housing and is disposed adjacent the first end". 
The Examiner respectfully shows that Ernst et al clearly teach an air filter for the intake 
air of an internal combustion engine comprising a housing (30) defining a filter receiving 
space therein, a filter (35) and a biasing element or a spring clip (38) integrally formed 
as one piece with the housing (30) (see 30, 35 and 38 in Fig. 3, col. 3, lines 21-31), as 
claimed. It is clearly shown in Figure 3 that the spring clip (38) is integrally formed as 
one piece with the housing (30) (see the "round" connection between the top of housing 
(30) and the spring clip (38). 

The Examiner also points out that any one of Erdmannsdorfer (4,632,682), 
Uebelhoer et al (5,429,101) and Kasten (2,413,769) shows: Erdmannsdorfer discloses 
an air filter apparatus having a filter housing (30), a filter (43) positioned inside the filter 
housing and a biasing element or spring (46) pushing the filter element tightly located 
inside the housing (30) (see Fig. 1 ). Uebelhoer et al disclose an air filter apparatus 
having a filter housing (30), a filter (43) positioned inside the filter housing and a biasing 
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element or spring (unlabeled) pushing the filter element tightly located inside the 
housing (30) (see Fig. 2). Kasten discloses a filter apparatus having a filter housing 
(14), a filter (29) positioned inside the filter housing and a biasing element or spring (34) 
pushing the filter element tightly located inside the housing (30) (see Fig. 2). Regarding 
to the limitation "a biasing elements integrally-formed as one piece with the housing" as 
called for in claims 5-15, 18-27 and 30-40, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to provide a biasing element 
integrally-formed as one piece with the housing instead of being separated from the 
housing, since it has been held that forming in one piece an article which has formerly 
been formed in two pieces and put together involves only routine skill in the art. See 
Howard v. Detroit Stove Works. 150 U.S. 164 (1893) . This court case clearly address 
that to make separate or to make integral of two elements involves only routine in the 
art and is not affected the function of the elements. 
(11) Related Proceeding(s) Appendix 

No decision rendered by a court or the Board is identified by the examiner in the 
Related Appeals and Interferences section of this examiner's answer. 

For the above reasons, it is believed that the rejections should be sustained. 
Respectfully submitted, 



Patent Examiner 




Art Unit: 1724 



Application/Control Number: 10/680,763 
Art Unit: 1724 



Conferees: 



Patrick Ryan 
Duane Smith /X 



